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DETAILED ACTION 

This is a first action following a Request for Continued 
Examination. Claims 1-22 are pending. 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, 
including the fee set forth in 37 CFR 1.17(e), was filed in this 
application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on 19 
May 2008 has been entered. 

Claim Objections 

2. Claims 1 and 15 are objected to because of the following 
informalities: the claims as amended include a "locking 
unit. ..with coupling parts..." (e.g., claim 1, lines 3 and 4.) 
Applicant's disclosure defines the coupling parts as a tongue 
and groove (specification: page 2, lines 5-15.) As amended, the 
claims appear to claim a tongue and groove in addition to 
"coupling parts" (see, e.g., claim 1, lines 1-4,) not that the 
tongue and groove are the coupling parts. The examiner 
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interpreted that the applicant intended that the coupling parts 
be in addition to the tongue and groove, but applicant should 
amend the claim to reflect the intent of the limitation. 
Appropriate correction is required. 

Claims 1, 15 and 18 are objected to because of the 
following informalities: applicant claims the limitation "less 
than about 6 weight %" (e.g., claim 1, line 8.) The limitation 
"less than about" is vague to the examiner in that the 
limitation "less than" is interpreted as the weight percent can 
not be greater than 6%, but the limitation "about" is 
interpreted that values approximate to 6% (including greater 
than 6%) are permitted. Applicant should clarify this 
limitation. Appropriate correction is required. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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Claims 1-7, 9-11, 13, 14 and 16-22 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Kettler et al . (U.S. 
Publication 2002/0083673) in view of Morita et al . (U.S. Patent 
No. 4, 943, 612) . 

Regarding Claim 1, Kettler discloses a wood panel (Page 2, 
paragraph 0026) with a tongue and groove configuration (Figure 
1) and coupling parts (24, 26) along the edges of two opposite 
sides of the panel forming an interlocking unit (while the 
figures show two separate panels connected in a tongue and 
groove profile, the disclosure notes that each panel has both a 
tongue and groove profile; paragraph 0001, lines 1-5.) Kettler 
does not disclose coating the tongue or groove with a polymer 
film with a Tg higher than about -15 degrees C. Morita 
discloses a polymer film (Column 3, lines 61, 62) having a Tg 
higher than -15 degrees C (Column 3, line 57) . It would have 
been obvious at the time the invention was made to a person 
having ordinary skill in the art to coat the tongue or groove of 
the panel in Kettler with the polymer in Morita because Morita 
teaches this polymer is used with wood products as an adhesive 
(column 14, lines 9-14, or other coating per column 9, lines 35- 
45) , and it is well known in the art to use adhesives and 
coatings with wood products. 



Application/Control Number: 10/791,838 Page 5 

Art Unit: 3635 

Kettler in view of Morita further fails to disclose the 
percent of the moisture content as claimed. It would have been 
obvious at the time the invention was made to a person having 
ordinary skill in the art as a matter of design choice to have 
these limitations because Applicant failed to state a 
criticality for having these limitations and it is inherent the 
claimed invention has a moisture content. Further, it would 
have been obvious at the time the invention was made to a person 
having ordinary skill in the art to have the limitation of the 
moisture content because differences in concentration will not 
support patentability of subject matter encompassed by the prior 
art unless there is evidence indicating such a limitation is 
critical. See M.P.E.P. §2144.05 "[W]here the general conditions 
of a claim are disclosed in the prior art, it is not inventive 
to discover the optimum or workable ranges by routine 
experimentation." In re Aller, 220 F.2d 454 (CCPA 1955) (Claimed 
process which was performed at a temperature between 40C and 80C 
and an acid concentration between 25% and 70% was held to be 
prima facie obvious over a reference process which differed from 
the claims only in that the reference process was performed at a 
temperature of 100C and an acid concentration 10%.) 



Application/Control Number: 10/791,838 Page 6 

Art Unit: 3635 

Regarding Claims 2 and 3, Kettler in view of Morita 
discloses the Tg is, per Claim 2, between -10 to 65 degrees C 
and, per Claim 3, 0 to 40 degrees C. Column 3, line 57. 

Regarding Claims 4-6, Kettler in view of Morita does not 
disclose, per Claim 4, a moisture content less than 2 weight 
percent based on the solids content; per Claim 5, a pendulum 
hardness from 10 to 160 pendulum; and per Claim 6 a pendulum 
hardness of 20 to 120 pendulums. It would have been obvious at 
the time the invention was made to a person having ordinary 
skill in the art as a matter of design choice to have these 
limitations because Applicant failed to state a criticality for 
having these limitations and it is inherent the claimed 
invention has a moisture content and pendulum hardness. 
Further, it would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to have 
the limitation of the moisture content because differences in 
concentration will not support patentability of subject matter 
encompassed by the prior art unless there is evidence indicating 
such a limitation is critical. See M.P.E.P. §2144.05 "[W]here 
the general conditions of a claim are disclosed in the prior 
art, it is not inventive to discover the optimum or workable 
ranges by routine experimentation." In re Aller, 220 F.2d 454 
(CCPA 1955) (Claimed process which was performed at a 
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temperature between 40C and 80C and an acid concentration 
between 25% and 70% was held to be prima facie obvious over a 
reference process which differed from the claims only in that 
the reference process was performed at a temperature of 100C and 
an acid concentration 10%.) 

Regarding Claim 7, Kettler in view of Morita discloses an 
ethylenically unsaturated monomer (Column 8, lines 4-12) . 

Regarding Claim 9, Kettler in view of Morita discloses a 
plasticizer (Column 3, line 59) . 

Regarding Claim 10, Kettler in view of Morita discloses the 
polymer solution comprising polyvinyl alcohol (Column 11, line 
53) . 

Regarding Claim 11, Kettler in view of Morita discloses the 
polymer solution comprises surfactants (Column 11, line 3) . 

Regarding Claim 13, Kettler in view of Morita disclose the 
claimed invention except for the limitation of the plasticizer 
in the range of 0 to 10 percent weight based on the dry solids 
and a second polymer film having a plasticizer less than 15 
percent weight based on the dry solids. It would have been 
obvious at the time the invention was made to a person having 
ordinary skill in the art as a matter of design choice to use 
these limitations because Applicant failed to state a 
criticality for having these limitations and the prior art of 
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record is capable of being made in with these limitations. 
Further, it would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to have 
this limitation because differences in concentration will not 
support patentability of subject matter encompassed by the prior 
art unless there is evidence indicating such a limitation is 
critical. See M.P.E.P. §2144.05 "[W]here the general conditions 
of a claim are disclosed in the prior art, it is not inventive 
to discover the optimum or workable ranges by routine 
experimentation." In re Aller, 220 F.2d 454 (CCPA 1955) (Claimed 
process which was performed at a temperature between 40C and 80C 
and an acid concentration between 25% and 70% was held to be 
prima facie obvious over a reference process which differed from 
the claims only in that the reference process was performed at a 
temperature of 100C and an acid concentration 10%.) 

Regarding Claim 14, Kettler in view of Morita discloses the 
tongues and grooves are wood-based (Kettler paragraph 0026) . 

Regarding Claim 16, Kettler in view of Morita discloses a 
floor covering according to Claim 1 (Kettler paragraph 0003) . 

Regarding Claim 17, the parquet board in Kettler is capable 
of being used as a wall covering. 

Regarding Claim 18, Kettler discloses providing an 
interlocking unit with a tongue and groove (see Fig. 1, 
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generally; see also paragraph 0001, lines 1-5 where a tongue and 
groove are on each panel) with locking means (24, 28), but it 
does not disclose applying a polymer solution to the panel where 
the polymer film has a glass transition temperature higher than 
about -15 degrees Celsius. Morita discloses a polymer film 
(Col. 3, lines 61-62) having a Tg higher than -15 degrees C 
(col. 3, line 57.) It would have been obvious at the time the 
invention was made to a person having ordinary skill in the art 
to coat the tongue or groove of the panel in Kettler with the 
polymer in Morita because Morita teaches this polymer is used 
with wood products (col. 14, lines 9-14/ col. 9, lines 35-45,) 
which would be well within the level of skill in the art. 

Kettler in view of Morita further fails to disclose the 
percent of the moisture content as claimed. It would have been 
obvious at the time the invention was made to a person having 
ordinary skill in the art as a matter of design choice to have 
these limitations because Applicant failed to state a 
criticality for having these limitations and it is inherent the 
claimed invention has a moisture content. Further, it would 
have been obvious at the time the invention was made to a person 
having ordinary skill in the art to have this limitation because 
differences in concentration will not support patentability of 
subject matter encompassed by the prior art unless there is 
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evidence indicating such a limitation is critical. See M.P.E.P. 
§2144.05 "[W]here the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re 
Aller, 220 F.2d 454 (CCPA 1955) (Claimed process which was 
performed at a temperature between 40C and 80C and an acid 
concentration between 25% and 70% was held to be prima facie 
obvious over a reference process which differed from the claims 
only in that the reference process was performed at a 
temperature of 100C and an acid concentration 10%.) 

Regarding Claim 19, Kettler in view of Morita discloses the 
Tg is between -10 to 65 degrees C (Column 3, line 57) . 

Regarding Claim 20, Kettler in view of Morita discloses an 
ethylenically unsaturated monomer (Kettler, Column 8, lines 5- 
12) and at least one plasticizer (Column 3, line 59) . 

Regarding Claim 21, Kettler in view of Morita discloses a 
floor covering according to Claim 7 (Kettler paragraph 0003) . 

Regarding Claim 22, the parquet board in Kettler is capable 
of being used as a wall covering. 

Claims 8 and 15 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kettler and Morita, further in view of 
Lelli et al. (U.S. Patent No. 6,617,386). 
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Regarding Claim 8, Kettler in view of Morita discloses the 
claimed invention except for the use of polyvinyl acetate. 
Lelli discloses a finish employing polyvinyl acetate. It would 
have been obvious at the time the invention was made to a person 
having ordinary skill in the art to add polyvinyl acetate to the 
mixture in Morita because polyvinyl acetate aids in the adhesion 
of the mixture to the panel. 

Regarding Claim 15, Kettler discloses an interlocking unit 
(Figure 1) with tongues and grooves and coupling parts (24, 26) 
along the edges of two opposite sides of the panel forming an 
interlocking unit (while the figures show two separate panels 
connected in a tongue and groove profile, the disclosure notes 
that each panel has both a tongue and groove profile; paragraph 
0001, lines 1-5.) Kettler does not disclose a polymeric 
coating. Morita discloses a polymeric film (Column 3, lines 61- 
63) having a Tg between -10 to 65 degrees C (Column 3, line 57) 
and a plasticizer (Column 3, line 59) . Morita does not disclose 
using polyvinyl acetate in the film. Lelli discloses a finish 
with polyvinyl acetate. It would have been obvious at the time 
the invention was made to a person having ordinary skill in the 
art to add the film in Morita to the wood in Kettler because 
Morita teaches that the material can be used on wood (Column 
124, lines 9-15) . Further adding the polyvinyl acetate in Lelli 
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to the material in Morita is obvious because it would help in 
the adhesion properties of the material in Morita. 

Further, the prior art fails to disclose the percent of the 
moisture content as claimed. It would have been obvious at the 
time the invention was made to a person having ordinary skill in 
the art as a matter of design choice to have these limitations 
because Applicant failed to state a criticality for having these 
limitations and it is inherent the claimed invention has a 
moisture content. Further, it would have been obvious at the 
time the invention was made to a person having ordinary skill in 
the art to have this limitation because differences in 
concentration will not support patentability of subject matter 
encompassed by the prior art unless there is evidence indicating 
such a limitation is critical. See M.P.E.P. §2144.05 "[W]here 
the general conditions of a claim are disclosed in the prior 
art, it is not inventive to discover the optimum or workable 
ranges by routine experimentation." In re Aller, 220 F.2d 454 
(CCPA 1955) (Claimed process which was performed at a 
temperature between 40C and 80C and an acid concentration 
between 25% and 70% was held to be prima facie obvious over a 
reference process which differed from the claims only in that 
the reference process was performed at a temperature of 100C and 
an acid concentration 10%.) 



Application/Control Number: 10/791,838 
Art Unit: 3635 



Page 13 



Claim 12 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kettler and Morita, further in view of 
Rockrath et al (U.S. Patent No. 6,410,646). 

Regarding Claim 12, Kettler in view of Morita discloses the 
claimed invention except for the addition of etherified amino 
resin. Rockrath discloses a coating having ethylenically 
unsaturated monomers (Column 6, lines 62-63) and employing 
etherified amino resin (Column 8, lines 29-31) . It would have 
been obvious at the time the invention was made to a person 
having ordinary skill in the art to use this resin in the 
mixture in Morita because Rockrath teaches that it is well known 
in the art to add such a composition (Column 8, lines 24-28) in 
order to obtain the desired product. 

Response to Arguments 

4. Applicant's arguments with respect to the claims have been 
considered but are moot in view of the new ground (s) of 
rejection as applicant amended the claims. 



Application/Control Number: 10/791,838 Page 14 

Art Unit: 3635 

Rebuttal to applicant ' s arguments of inherency : 

The examiner respectfully disagrees with applicant's 
argument regarding the use of inherency for rejecting some of 
the claims (in particular claims 4-6.) While not arguing 
applicant's position of the requirements for a particular 
limitation to be an inherent feature, the examiner maintains 
that "moisture content" is an inherent feature to the prior art 
of record. For example, the moisture content could be zero or 
it could be one hundred percent. Moisture content is a 
measurable feature common to objects, just as length, mass, 
volume, etc. are regardless of the amount. While noting that 
the particular limitation of the percent of the moisture content 
claimed (less than 2 weight %, per claim 4) is not an inherent 
feature, the limitation that the prior art of record has a 
moisture content is an inherent feature. 

Rebuttal of incorporation of the Lelli and Rockrath (cited 
above) reference: 

While applicant states that they are unaware of any 
disclosure, teaching or suggestion by the Lelli reference of 
applying a polymer to an interlocking unit, the examiner 
respectfully cites column 1, lines 15-30 of Lelli which note 
that this feature has common use in the construction industry 
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including with wood products, and the examiner argues that 
interlocking parts of wood members is well known in the art. 

Further, while Rockrath does not disclose the use of the 
coating of such products as claimed, however, it was used in the 
rejection of claim 12, above, to note that adding etherified 
amino resins are known in the art in polymeric compositions 
(Rockrath: col. 8, lines 25-35) which are used in coating 
processes . 

Conclusion 

5. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to William 
V. Gilbert whose telephone number is 571.272.9055. The examiner 
can normally be reached on Monday - Friday, 08:00 to 17:00 EST. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Richard Chilcot can be 
reached on 571.272.6777. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-1000. 

/W. V. G./ 

Examiner, Art Unit 3635 

/Basil Katcheves/ 

Primary Examiner, Art Unit 3635 



